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REMARKS/ARGUMENTS 

The Office Action mailed October 15, 2004 has been carefully considered. 
Reconsideration in view of the following remarks is respectfully requested. 

In the specification and abstract have been amended to correct minor editorial and 
grammatical matters. Paragraph [0026] has been amended to clarify the invention and is 
supported in figures 1 and 3 and in the specification paragraph [0025]. No new matter has been 
added. 

Claims 9-14, 16, 19-25, and 27-30 have been amended to further particularly point out 
and distinctly claim subject matter regarded as the invention. Support for these changes may be 
found in the specification and figures. The text of Claims 15, 17, 18, and 26 is unchanged, but 
their meaning is changed because they depend from amended claims. 



The 35 U.S.C. § 102 Rejection 

Claims 9-21 and 23-30 stand rejected under 35 U.S.C. § 102(e) as being allegedly 
anticipated by Franklin et al. (5,575,362). Claims 9, 14, 16, and 24 are independent claims. This 
rejection is respectfully traversed. 



According to the M.P.E.P., a claim is anticipated under 35 U.S.C. § 102(a), (b) and (e) 
only if each and every element as set forth in the claim is found, either expressly or inherently 
described, in a single prior art reference. 1 



The office action states: 

"Franklin et al. in figures 1-4 disclose a travel bag for enclosing, protecting and 
transporting contents placed therein and for collapsing to a storage position when 
contents are not in place therein. The travel bag comprises a flexible enclosure or 
soft side garment bag (20) and a rigid support member (not number, figure 4). 
The rigid support member has a main portion (92), a bottom portion, and a side 
portions (not number, see below figure 4). The bottom portion joined the main 
and side potions for form a partially enclosed concave part into which a portion of 
the flexible enclosure is fitted and affixed. The flexible enclosure or soft side 



1 Manual of Patent Examining Procedure (MPEP) § 2131. See also Verdegaal Bros. v. Union Oil Co. of California, 
814 F.2d 628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir. 1987). 
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garment bag formed of a strong material arranged as an enclosure having a top 
(1 16), sides (22) and a bottom portion (not number, figure 14). Franklin et al. also 
discloses the flexible enclosure or the garment bag, which is made of pliable 
materials such as leather or fabric with their flexibility allows them to fit in the 
small and elevated storage spaces (col. 2, lines 1-11). Therefore, the sides of the 
flexible enclosure or the garment bag should be flexible so that when the bag does 
not contain contents, the enclosure can be collapsed to a storage position. The 
main portion of the rigid support member extends from the bottom of the 
enclosure along a portion of the side and terminates near the middle of the 
enclosure (figure 3). The rigid support member also formed of a single piece of 
rugged material." 

Applicant respectfully disagrees for the reasons below, among others. 
Amended Claim 9 provides for: 

A travel bag for enclosing, protecting and transporting contents placed therein and 
for collapsing to a storage position when contents are not placed therein, said 
travel bag comprising: 

a flexible enclosure; and 

an external rigid support member, 

said external rigid support member having a main portion, a bottom 
portion, and side portions, the bottom portion joining the main and side portions 
to form a partially enclosed concave part into which a portion of said flexible 
enclosure is fitted and affixed, 

said flexible enclosure being formed of a strong material arranged as an 
enclosure having a top, sides and bottom portions, said sides being flexible so that 
when said bag does not contain contents said enclosure can be collapsed to a 
storage position. 

Independent Claims 14, 16, and 24 provide for similar limitations. 

The rigid support member is affixed externally to the flexible enclosure. This is further 
illustrated in Figs. 1 and 3. Furthermore, Fig. 3 illustrates the "the flexible enclosure portion 32 
of the bag has been pushed down into the space of the concave part of the rigid support member. 
In this way, a bag can be made quite compact for storage. The entire bag occupies a space less 
than one quarter of its capacity." (Specification, page 6, paragraph [0024]). Thus, the top 
portion of the flexible enclosure portion is pushed down into the bottom portion of the flexible 
enclosure portion. 
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Franklin teaches "a telescoping pull handle for use in towing wheeled luggage" with "an 
internal support structure for the back 94 to give the bag 20 weight-carrying capability when 
rolled upon a support surface . . . The internal support structure consists principally of a generally 
planar bottom pan 92 . . ." (Abstract, Col. 5, lines 2-8). Thus, Franklin teaches an internal 
support structure and not an external support structure, which is further illustrated in Figs. 1-3 
and 15-16. 

Additionally, Franklin does not teach a bag having "sides being flexible so that when said 
bag does not contain contents said enclosure can be collapsed to a storage position." The 
Examiner cites Col. 2, lines 1-11 where Franklin "discloses the flexible enclosure or the garment 
bag, which is made of pliable materials such as leather or fabric with their flexibility allows them 
to fit in the small and elevated storage spaces." However, Franklin does not teach the top portion 
of the flexible enclosure portion pushed down into the bottom portion of the flexible enclosure 
portion as claimed in Claim 9. 

Accordingly, since Franklin does not teach an external rigid support member as claimed 
in Claims 9, 14, 16, and 24 or the top portion of the flexible enclosure portion pushed down into 
the bottom portion of the flexible enclosure portion as provided for in Claim 9, it can not be said 
to anticipate the claimed invention. It is respectfully requested that this rejection be withdrawn. 
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As to dependent claims 10-13, 15, 17-23, and 25-30, the argument set forth above is 
equally applicable here. The base claims being allowable, the dependent claims must also be 
allowable. 

Conclusion 

It is believed that this Amendment places the above-identified patent application into 
condition for allowance. Early favorable consideration of this Amendment is earnestly solicited. 
If, in the opinion of the Examiner, an interview would expedite the prosecution of this 
application, the Examiner is invited to call the undersigned attorney at the number indicated 
below. 

Applicant respectfully requests that a timely Notice of Allowance be issued in this case. 
Please charge any additional required fee or credit any overpayment not otherwise paid or 
credited to our deposit account No. 50-1698. 

Respectfully submitted, 
THELEN REDD & PRIEST, LLP 

Dated: December 2004 

Thelen Reid & Priest LLP 
P.O. Box 640640 
San Jose, CA 95164-0640 
Tel. (408) 292-5800 
Fax. (408) 287-8040 



Adrienne Yeimg^^^ 
Reg. No. 44,d00 
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